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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 5, 10 and 11, which are all of the clains

pending in this application.

We REVERSE
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BACKGROUND

The appellants' invention relates to a nethod for
producing a fixation roll used in an el ectrophot ographic
apparatus. A copy of the clainms under appeal is set forth in

t he appendi x to the appellants' brief.

Clains 5, 10 and 11 stand rejected under 35 U S.C. § 103
as bei ng unpatentabl e over Appellants Admtted Prior Art?

(hereinafter referred to as AAPA).

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejection, we make reference to the non-final office action
(Paper No. 16, mmiled August 4, 1998) and the answer (Paper
No. 22, mailed June 7, 1999) for the examner's conplete
reasoni ng in support of the rejection, and to the brief (Paper

No. 21, filed May 24, 1999) and reply brief (Paper No. 23,

' Cdaim110 (the only independent claimon appeal) is
drafted as a Jepson type claimin which the preanble of the
claimis an admi ssion of prior art. Note, In re Fout, 675
F.2d 297, 213 USPQ 532 (CCPA 1982).
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filed July 13, 1999) for the appellants' argunents

t her eagai nst .

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art (i.e., AAPA), and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

I n accordance with 37 CFR 8 1.192(c)(7), we have sel ected
claim10 as the representative claimfromthe appellants
grouping of clainms 5, 10 and 11 to decide the appeal on the
rejection under 35 U.S.C. 8 103. See page 2 of the

appel l ants' bri ef.

Claim10 reads as foll ows:

A nmethod for producing a fixation roll used in an
el ect rophot ogr aphi ¢ apparatus, said fixation rol
conprising an annular wall having a fluorocarbon coating
provi ded on an exterior surface thereof, a longitudinally
extending primary bore and a plurality of secondary bores
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surrounding said primary bore and havi ng | ongitudi nal
axes parallel to the longitudinal axis of the primry
bore provided therein and a heat pipe tightly enbedded in
each secondary bore, said heat pipe conprising a copper
tube having water sealed therein, said nethod conprising
the steps of: providing said annular wall; inserting a
heat pipe into each secondary bore, said heat pipe having
an outer dianmeter which is smaller than the inner

di aneter of the secondary bores and heating the heat

pi pes to convert the water sealed therein to steam and
plastically deform ng the heat pipes by the vapor
pressure of the steamto be tightly fitted in the bores,
wherein the i nprovenment conprises said copper tube being
an oxygen-free or phosphorus deoxi di zed copper tube
initially having a tenper of 0 or 1/16H and a Vickers
hardness in the range of 40 to 90 after plastic

def ormation by the steam

The exam ner's rejection (Paper No. 16, page 2) is based
on AAPA (everything in claim10 prior to "the inprovenent
conprises”) teaching the nethod essentially as clainmed except
for the particular material used (everything in claim 10
followng "the inprovenent conprises"”). As to this
di fference, the exam ner then determ ned that the difference
is an article consideration "deened to carry no patentable

weight in a claimto a method of manufacture.”

The appel lants argue (brief, page 4) that the failure of

the examner to give weight to the particular material used
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"is clearly erroneous” in that these article limtations nore
particularly describe the material that is being worked on by
the clai ned nmethod steps. The appellants then requested the
exam ner to provide case |law permtting the particul ar
material used in a process claimto be ignored. The exam ner
in the answer maintained the rejection and did not cite any

case law in support of her position.

Under 35 U.S.C. § 103 all words in a claimnust be
considered in judging the patentability of that clai magai nst

the prior art. 1n re Wlson, 424 F.2d 1382, 1385, 165 USPQ

494, 496 (CCPA 1970). Furthernore, it is well established
that the materials on which a process is carried out nust be

accorded wei ght in determ ning the obviousness of that

process. See In re Pleuddemann, 910 F.2d 823, 825-28, 15

USPQ2d 1738, 1740-42 (Fed. Cir. 1990); In re Kuehl, 475 F.2d

658, 664-65, 177 USPQ 250, 255 (CCPA 1973); Ex parte lLeonard,

187 USPQ 122, 124 (Bd. App. 1974).

In our view, the case law clearly establishes that the

position of the examner in this case is in error. That is,
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the particular material recited follow ng the phrase "the

i mprovenent conprises” in claim110 cannot be ignored under 35
US C 8§ 103. Wen that material is given weight as required
under 35 U.S. C

8§ 103, it is clear that the exam ner has not established that
the subject matter of claim 10 woul d have been obvi ous at the
time the invention was nade to a person having ordinary skil
in the art. Accordingly, the decision of the examner to
reject claim10, and clains 5 and 11 dependent thereon, under

35 US.C. § 103 is reversed.

CONCLUSI ON
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To summari ze, the decision of the exam ner to reject

claine 5, 10 and 11 under 35 U S.C. § 103 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

| RWN CHARLES COHEN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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